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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 03 January 2005 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s)7i/7 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1 ) (D Notice of References Cited (PTO-892) 

2) 0 Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 


4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) C] Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 


U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 


Office Action Summary 


Part of Paper No./Mail Date 20050704 


Application/Control Number: 10/090,574 


Art Unit: 1615 


Page 2 


DETAILED ACTION 
Status of the Application 

Receipt of the Amendment, Applicant's Arguments/Remarks and the request for 
extension of time (1 month-granted), all filed 01/03/05 is acknowledged. 

Claims 1-17 are pending. Claims 1, 4-7 and 12-15 have been amended. Claims 18-20 
have been cancelled. Claims 1-17 are rejected. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 1-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson 
(US Pat No. 5,456,351). 
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Johnson teaches a method and apparatus for supplying two-part systems that may be 
required to be separated until just prior to use and discloses methods for taking medication 
supplied in a dispenser carrying at least two constituent parts. The dispenser comprises a tapered 
cup adapted for containing a second constituent and provided with a substantially flat upper edge 
or radial flange. The cup is closed by a lid removably secured to the cup's upper edge, the lid 
comprising two centrally separated layers receiving a first constituent (see reference column 1, 
lines 15-34); (col. 2, lines 5-14); Abstract and Claims. Johnson discloses that when the dispenser 
is used in pharmaceuticals, the first constituent (20) may comprise, for example, a solid 
medication, while the second may comprise a liquid, i.e., water or a second medicine, which is to 
be taken in conjunction with the first. The first constituent may then either be consumed by the 
user followed by the consumption of the second constituent, or the two may be combined so as to 
react to produce an appropriate substance, which is then consumed (col. 5, lines 45-54). 

Particular examples of combinations for which the dispenser may be suitably employed 
includes medications that need to be mixed together, mixed with a liquid or taken with a liquid 
are also suitable. For example, aspirin and water, contact lens and denture cleaning substances 
and solutions. The solutions may suitably comprise water with a solid substance contained in the 
lid portion of the dispenser, for example, wherein the solid is dissolved in water (or any other 
suitable liquid) for use (col. 6, lines 39-54). 

Additionally, Johnson teaches that when employing the dispenser for delivery of 
medication, the cup may contain a liquid portion of medicine or water, for example, or when 
used in delivery of chemicals, may comprise a substance, which needs a catalyst or reactant in 
order to become active (col. 3, lines 37-41). 
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Johnson at column 1, lines 27-35, teaches that it is often desirable in pharmaceutical uses 
to have a portion of medicine separated from a second portion so as to preserve the shelf life of 
the medicine, when, for example, the medicine begins to break down once the two constituents 
are combined or when the combination begins a chemical reaction that results in slow decay of 
the resulting active substance. 

Fig. 6 demonstrates an embodiment of the invention wherein the second constituent is 
liquid and the first constituent is a solid. The combined constituents may then be employed for 
their appropriate use (col 5, lines 31-39). 

The dispenser of Johnson comprises a two-part lid comprising a first constituent (i.e., 
solid) separated from the second constituent (i.e., liquid). Johnson does not teach a cap 
assembly. 

However, it is the position of the Examiner that there is no criticality observed in the cap 
assembly instantly claimed and the two-part lid taught by Johnson since the two-part lid of 
Johnson is functionally equivalent in structure to the cap assembly instantly claimed because the 
two-part lid functions to separate the first and second constituents from each other until just prior 
to use and similarly, the cap assembly instantly claimed also serves to contain the flow of fluid 
out of the fluid container and separate the liquid from the solid constituents. The prior art 
teaches a dispenser used in pharmaceutical applications for delivering medication whereby the 
first constituent is in solid form and separated from the second constituent, which is in liquid 
form, to assist in consumption of the first constituent solid medication (see claims). Hence, the 
instant invention is rendered prima facie obvious over the prior art of record. 
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Claims 1-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Schoo et 
al (US Pat No. 6,527,109 B2). 

Schoo et al teach a container cap for mounting on a liquid container with liquid- 
dissolvable additive, wherein the cap has a liquid-dissolvable disk in it that dissolves in the water 
when the bottle is shaken or inverted. The cap also has an annular cavity between inner and 
outer walls in the sidewall of the cap into which the liquid can flow through fluid passageways 
once the disk is at least partially dissolved. A liquid-dissolvable body is mounted within the 
chamber between the receiving end and the top end. At least part of the liquid-dissolvable body 
is in fluid communication with the chamber so that liquid from the liquid container that is poured 
into the chamber contacts the body and at least partially dissolves the body in the liquid. When 
the cap is mounted on a liquid container, such as by screwing it onto a conventional water bottle, 
the water in the bottle dissolves the liquid-dissolvable body, which can be any additive such as 
fluoride, vitamins, flavoring, etc. The water, thereafter containing the additive, can be consumed 
so as to conveniently gain the benefit of the additive (see reference column 1, lines 12-65) and 
Abstract. 

Schoo et al disclose that there is a liquid-dissolvable body, preferably the annular disk 
(labeled no. 30), rigidly mounted in the chamber (20) to block the fluid passageways. The disk 
(30) contains an additive that will eventually be completely dissolved in, and thereby 
incorporated into a liquid, such as water. The disk (30) can be made of a flavoring, coloring, 
vitamins, baby formula, water-purifying chemicals, nutrients, fluoride, electrolyte-affecting 
chemicals, or any other human-consumable additive that dissolves in a human-consumable 
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liquid, such as water, milk, soft drinks, fruit juices, etc. (col. 3, lines 57-67). Preferably, the disk 
(30) is made entirely of the additive in a solidified form, so that after the disk (30) contacts the 
liquid and dissolves, there are no remnants of the disk. This complete dissolution of the disk 
(30) permits use of the invention with medications, with which accurate dosing is essential (col. 
3, line 67 - col. 4, line 5). 

In another embodiment of the invention, as shown in Fig. 8, a cap (110) has a cavity 
(118) formed between an inner wall (114) and an outer wall (116). The cavity (118) contains 
particulate (120) that dissolves in liquid when the liquid enters the cavity (118) through the radial 
fluid passageways (141-145). This embodiment could be used alone or in combination with a 
disk of liquid-dissolvable additive material (col. 5, lines 58-65). 

Additionally, Schoo et al disclose that it is known to combine one material with another 
to dissolve the first in the second and that it is conventionally known to place a liquid in a 
container and place a second material, whether liquid or particulate, in the lid for that container 
(col. 1, lines 12-27). 

The prior art teaches a drinking apparatus similar to that of the instant invention, in which 
the drinking apparatus of Schoo et al provides for the delivery of various compounds, such as 
vitamins, nutrients and medications. Thus, the instant invention as a whole is considered prima 
facie obvious to one of ordinary skill in the art. 
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Response to Arguments 

Applicant's arguments filed 01/03/05 have been fully considered. 

Firstly, Applicant argued regarding the 35 U.S.C. § 1 02(b) rejection of claims 1-17 over 
Johnson (US '35 1) stating, "The Johnson patent does not disclose or suggest the step of 
providing a beverage container having a cap assembly through which liquid from the beverage 
container is drunk. Rather, in Johnson, the lid must be removed. The Johnson patent does not 
disclose or suggest the step of providing a cap assembly having at least one exterior surface that 
passes into a drinker's mouth when liquid is drunk through the cap assembly. Johnson does not 
disclose or suggest the step of forming a mass of a biologically beneficial compound on an 
exterior surface of the cap assembly. Rather, in Johnson, a secondary object is merely held 
within a pocket inside the lid. As per claim 12, Johnson does not disclose or suggest the step of 
providing a bottle having a cap assembly through which liquid is drunk and does not disclose or 
suggest the step of providing a cap assembly having at least one exterior surface that passes into 
a drinker's mouth when liquid is drunk through the cap assembly." 

Applicant's arguments have been fully considered and were found to be persuasive. 
Accordingly, the 35 U.S.C. § 1 02(b) rejection of claims 1-17 over has been withdrawn. 

Secondly, Applicant argued with regards to the 35 U.S.C. § 102(e) rejection of claims 1- 
17 over Schoo (US '109) stating, "The Schoo patent does not disclose or suggest the step of 
forming a mass of a biologically beneficial compound on an exterior surface of the cap assembly. 
Rather, in the Schoo patent, the dissolvable disk is disposed on the interior of the cap and 
dissolves with the beverage when the beverage is shaken. The Schoo patent does not disclose or 
suggest the step of having the mass of a biologically beneficial compound pass into the mouth of 
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a person drinking with the cap assembly. The Schoo patent does not disclose or suggest the step 
of providing consumable material on an exterior surface of the cap assembly." 

Applicant's arguments have been fully considered and were found to be persuasive. 
Accordingly, the 35 U.S.C. § 102(e) rejection of claims 1-17 over Schoo has been withdrawn. 
Claims 1-17 have now been rejected under 35 U.S.C. §103(a) over Schoo et al. While Schoo et 
al. do not teach a mass of a biologically beneficial compound on an exterior surface of the cap 
assembly, Schoo et al. do teach a drinking apparatus that is comprised of (a) a liquid container 
having a spout and reservoir containing a human-consumable liquid and (b) a cap mounted on 
the spout of said liquid container (see claim 16). The device of Schoo et al. provides a level of 
separation between the user and the materials to be combined prior to combination. No 
unexpected or unusual results have been imparted through Applicant's recitation of 'having a 
mass of beneficial compound on the exterior surface of the cap assembly' since the art 
recognizes a similar device in which various additives, such as vitamins, nutrients and 
medications can be held. Burden is shifted to Applicant to establish that the instant invention 
device offers superior results of delivering beneficial compounds over the device of the prior art, 
which also delivers beneficial compounds in an effective manner. 

Thirdly, Applicant argued regarding the 35 U.S.C. §103(a) rejection of claims 1-17 over 
Johnson (US £ 351) stating, "The Johnson patent does not disclose or suggest the step of 
providing a beverage container having a cap assembly through which liquid from the beverage 
container is drunk. Rather, in Johnson, the lid must be removed. Nothing is consumed through 
the lid. The Johnson patent does not disclose or suggest the step of providing a cap assembly 
having at least one exterior surface that passes into a drinker's mouth when liquid is drunk 
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through the cap assembly. Johnson does not disclose or suggest the step of forming a mass of a 
biologically beneficial compound on an exterior surface of the cap assembly. Rather, in 
Johnson, a secondary object is merely held within a pocket inside the lid. As per claim 12, 
Johnson does not disclose or suggest the step of providing a bottle having a cap assembly 
through which liquid is drunk and does not disclose or suggest the step of providing a cap 
assembly having at least one exterior surface that passes into a drinker's mouth when liquid is 
drunk through the cap assembly." 

Applicant's arguments have been fully considered, but were not found to be persuasive. 
Johnson teaches a method and apparatus for supplying two-part systems that may be required to 
be separated until just prior to use and discloses methods for taking medication supplied in a 
dispenser carrying at least two constituent parts. The dispenser of Johnson comprises a two-part 
lid comprising a first constituent (i.e., solid) separated from the second constituent (i.e., liquid). 
While Johnson does not teach a cap assembly and a cap assembly for a bottle, it is the position of 
the Examiner that there is no criticality observed in the instant cap assembly and the two-part lid 
taught by Johnson since the two-part lid of Johnson is functionally equivalent in structure to the 
cap assembly instantly claimed because the two-part lid functions to separate the first and second 
constituents from each other until just prior to use and similarly, the cap assembly instantly 
claimed also serves to contain the flow of fluid out of the fluid container and separate the liquid 
from the solid constituents. The prior art teaches a dispenser used in pharmaceutical applications 
for delivering medication whereby the first constituent is in solid form and separated from the 
second constituent, which is in liquid form, to assist in consumption of the first constituent solid 
medication (see claims). Moreover, Applicant's claim limitation of 'when said liquid is drunk 
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through said cap assembly' is a future intended use limitation, which affords no patentable 
weight. The prior art desires an objective of separating first and second constituents that can be 
combined just prior to use, which is also an objective desired by Applicant's invention. Hence, 
the instant invention, as a whole, is considered prima facie obvious to one of ordinary skill in the 
art. 

Conclusion 

Applicants amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Humera N. Sheikh whose telephone number is (571) 272-0604. 
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The examiner can normally be reached on Monday through Friday from 8:00A.M. to 5:30P.M., 
alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman Page, can be reached on (571) 272-0602. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto. gov . Should you have any questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 


H. N. Sheikh 



Patent Examiner 
Art Unit 1615 


April 08, 2005 



